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Amendment dated June 19, 2007 

Reply to Final Office Action of February 5, 2007 

REMARKS 

Applicant respectfully requests reconsideration of this application in view of the foregoing 
amendments to the claims and following remarks. 
Status of the Claims 

Claims 1-64 are pending in this application. Claims 1,13, 20, 26, 38, 43 and 47-53 are 
independent. All of the pending claims stand rejected. By this Amendment, independent claims 
1, 13, 20, 26, 38, 43 and 47-53 are amended. Also, dependent claims 15, 16, 28, 31, 33, 55, 58 
and 59 are amended. No new matter has been added by this Amendment. 
Rejection under 35 U.S.C. SS102 and 103 

Claims 1-34, 36-40 and 42-53 have been rejected under 35 U.S.C. §102(e) as allegedly 
being anticipated by U.S. Patent No. 6,272,235 to Bacus et al. ("Bacus I"). 

Claim 35 has been rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over 
Bacus I. Claims 41 has been rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over Bacus I in view of U.S. Patent No. 6,560,330 to Iwamura ("Iwamura"). Claims 54-57 have 
been rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over Bacus I in view of 
U.S. Patent No. 6,031,930 to Bacus et al. ("Bacus II"). Claim 58 has been rejected under 35 
U.S.C. § 1 03(a) as allegedly being unpatentable over Bacus I in view of Bacus II. Claims 59-64 
have been rejected under 35 U.S.C. §103(a) as allegedly being unpatentable over Bacus I in view 
of U.S. Patent No. 6,055,095 to Bawolek ("Bawolek"). 

Claims 1, 13, 20, 26, 38, 43 and 47-53 have been amended for further clarification. 
Amended claim 1 is directed to a method of using a computer system as a virtual telemicroscope 
that enables an interactive communication between a remote user and a service provider of the 
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virtual telemicroscope. In particular, amended claim 1 recites, inter alia, "receiving feedback 
information from the remote user requesting an additional image, wherein the feedback 
information from the remote user defines a specific area of the requested additional image on the 
entire area of the first image thereby enabling the service provider to take the requested 
additional image for transmission upon receiving the feedback information from the remote 
user." Other independent claims (i.e., claims 13, 20, 26, 38, 43 and 47-53) are amended in a 
similar manner to amended claim 1 as described herein. Support for the amendment may be 
found throughout the original specification including, for example, at page 7, line 17 through 
page 8, line 2; page 8, line 19 through page 9, line 2; page 12, line 20 through page 13, line 3; 
and page 29, lines 13-19 of the original specification. 

One of the aspects of the present invention as featured in amended claims generates a 
virtual slide file by combining and compressing the images (i.e,. an image of an entire area of a 
specimen and an image having a higher magnification than the entire image) along with the 
linking information. In other words, the generated virtual slide file has a relatively smaller file 
size (e.g., 1-20 MB) to expedite the transmission process in a computer network (e.g., Internet). 
The generated virtual slide file is then readily transmitted to the remote user in its entirety 
through the computer network. Upon receiving the virtual slide file (i.e., downloaded to his local 
computer), the remote user may view the image files for both the image file of an entire 
specimen and the image file of the magnified version). 

While reviewing the image files, the remote user may need to review and request an 
additional image (e.g., an image having even higher magnification of a certain area) to the 
service provider which was not included in the earlier received virtual slide file. The remote user 



1071749 vl 



26 



Application No. 10/089,854 Docket No. 0887-4151US1 

Amendment dated June 19, 2007 

Reply to Final Office Action of February 5, 2007 

may send feedback information to the service provider requesting the additional image by 
specifying the area of the image, i.e., the feedback information from the remote user includes 
information that defines a geographical area of the requested image relative to the entire first 
image. Using the geographical area of the requested image, the service provider may take the 
image of the requested area using an appropriate magnified lens (e.g., higher magnified lens). 
Subsequently, the requested image may be packed into another virtual slide file and transmitted 
to the remote user. 

With the features of the present invention as discussed above, the service provider may 
prepare the virtual slide files with relatively less time and cost because there is no need to 
prepare, in advance, a lot of image files with higher magnified levels which will take huge time 
and cost, e.g., the service provider may save the server capacity as well as network traffic to 
satisfy the user's need to see higher magnified images than images already stored in the server. 

Bacus I teaches that the digitization of the glass slide is made by capturing the entire 
background image and selected higher power images of a glass slide as well as the information 
of the relationship between the low power and high power images (e.g., col. 4, lines 32-39; col. 5, 
lines 3-7; and col. 9, lines 23-37). All the images and information are posted in a computer 
server for a remote user to retrieve and review at a later time. Specifically, Bacus I teaches that 
"the micro images, the macro images (images of both magnifications), the linking information 
can be transmitted in its entirety over a computer network." 

However, Applicant notes that the images and related information in Bacus I are not 
combined and compressed into a single file (i.e., a virtual slide file) as recited in the pending 
claims as amended. Additionally, Bacus further fails to show or suggest receiving feedback 
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information that allows a user to readily request additional image information from a service 
provider. Without having such features of the present invention as discussed above (i.e., 
generating a virtual slide file by combining and compressing, and receiving a feedback from the 
remote user), a remote user of Bacus I system will not be able to readily send a request to the 
service provider when the remote viewer is not satisfied with the selected (and already pre- 
uploaded) images and wants to view even higher magnified images for, e.g., forming a 
meaningful opinion about the specimen of the virtual slide. 

From the description by Bacus I, it can be logically deducted that the remote user will 
have to do one of two things. One is to stay online with the original slide-digitization site and 
continuously remotely control the digitizing microscope in order to view or to capture more high 
power images for examine. Alternatively, the original virtual slide maker (i.e., a service 
provider) will have to capture many more areas or all of the areas of the glass slide at higher 
power in advance and store the large amounts of images and information on the computer server 
to be retrieved by the remote user when even higher power images are needed. Under either 
circumstances, it lacks the convenience of the present invention, e.g., making the virtual slide 
small in file size for easy transmission and retrieval. Applicant notes that the file sizes in Bacus I 
are normally ranging up to several GB, and may not be transmittable over a computer network, 
not to mention the Internet, in a practical manner. As a result, the whole concept of transmitting 
the "micro" and "macro" images and related information in their entirety will collapse in Bacus I. 

Even if Bacus I intends to compress and transmit the first and the second images and the 
related information into a single file in order to make the virtual slide small in size and easy to 
transmit, it still fails to include a feedback function to request additional images at different 
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locations at higher magnifications. In the present invention, these additional images were not 
taken initially but taken at the request of the remote user, as the location and the magnification of 
these new requests cannot be anticipated by the service provider. In Bacus I, all of the high 
magnification images and related information are initially captured and posted on the computer 
server, therefore, the initial sizes of their files are huge (e.g., GB levels) which cannot be readily 
compressed and transmitted through a computer network as a single file. Also, Bacus Fs system 
will not be able to satisfy the need of the remote user to view any area of the original glass slide 
at any magnification that the user desires. Such a system will not be able to meet the need of 
pathological consultation purpose. 

Applicant believes that Applicant is aware of a system that is based on Bacus I's 
invention. In fact, in the systems derived from Bacus Fs invention currently on the market, all 
the digitized images are posted on the computer server for remote viewers to be retrieved, and 
none of them are packaged the micro images and macro images and related information into a 
smaller file by combining and compressing them as recited in the claims of the present invention 
as amended. 

As Applicant understand it, other cited references (i.e., Iwamura, Bacus II, and Bawolek) 
fail to show or suggest the inventive aspect as featured in the amended claims as discussed above. 

Accordingly, each of claims 1,13, 20, 26, 38, 43 and 47-53 as amended is believed 
neither anticipated by nor rendered obvious in view of the cited references (i.e., Bacus I, 
Iwamura, Bacus II, and Bawolek), either taken alone or in combination, for at least the reasons 
discussed above. 
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Reconsideration and withdrawal of the rejections of claims 1,13, 20, 26, 38, 43 and 47- 
53 under 35 U.S.C. § 102(e) is respectfully requested. 

Applicant has not individually addressed the rejections of the dependent claims because 
Applicant submits that the independent claims from which they respectively depend are in 
condition for allowance as set forth above. Applicant however reserves the right to address such 
rejections of the dependent claims should such be necessary. 

Applicant believes that the application as amended is in condition for allowance and such 
action is respectfully requested. 
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AUTHORIZATION 



A petition for a two-month extension of time along with the associated fee is enclosed, 
extending the date for responding until July 5, 2007. Should an additional extension of time be 
required to render this paper timely filed, such extension is hereby petitioned and the 
Commissioner is authorized to charge any other fees necessitated by this Amendment, or credit 
any overpayment to our Deposit Account No. 13-4500 (Order No. 0887-4151US1). 
A DUPLICATE COPY OF THIS SHEET IS ENCLOSED. An early and favorable examination 
on the merits is respectfully requested. 



Correspondence Address : 
MORGAN & FINNEGAN, L.L.P. 
3 World Financial Center 
New York, NY 10281-2101 
(212)415-8700 (Telephone) 
(212)415-8701 (Facsimile) 



Respectfully submitted, 
MORGAN & FINNEGAN, L.L.P. 



Dated: June 19, 2007 
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